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REMARKS/ARGUMENTS 

The Office Action mailed June 16, 2004 has been carefully considered. Reconsideration 
in view of the following remarks is respectfully requested. 

The specification has been amended to provide a brief description of Figs. 4 and 5. The 
descriptions are supported in the specification, original claims, and original drawings. No new 
matter has been added. 

Figures 3 have been amended to clearly reflect the course bag as required by the office 
action and is supported in the specification on page 3, lines 18-21. No new matter has been 
added. 

Claims 10 and 1 1 have been amended to provide for antecedent basis. No new matter has 
been added. 

Informalities 

The Office Action requests that reference to prior application no. 08/743,253, filed 
10/21/96 be made in the present application. However, an amendment to the specification to 
include the reference was made in a preliminary amendment filed with the application on 
October 2, 2003. Attached is a copy for the Examiner's convenience. It is respectfully requested 
that the Examiner acknowledge the amendment. 

The 35 U.S.C. § 1 12, Second Paragraph Rejection 

Claims 10 and 1 1 were rejected under 35 U.S.C. § 1 12, second paragraph, as allegedly 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
applicant regards as the invention. This objection is respectfully traversed. 
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The office action stated that there was no "proper antecedent basis in claim 6 for 'the 
upper section', claimed in line 2 of claims 10 and 1 1. It may be noted that an upper section is set 
forth in claim 7." Claims 10 and 1 1 were amended to depend from Claim 7. Thus, it is 
respectfully requested that this rejection be withdrawn. 



The 35 U.S.C. § 103 Rejection 

Claims 6-8 and 10-14 stand rejected under 35 U.S.C. § 103(a) as being allegedly 
unpatentable over Fehan (USP 5,515,897) in view of Nisbet (USP 101,041) and Wvmore et al. 
(USP 4,402,355) among which Claims 6 and 12 are independent claims. This rejection is 
respectfully traversed. 

According to the Manual of Patent Examining Procedure (M.P.E.P.), 

To establish a prima facie case of obviousness, three basic criteria must be met. First 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference 
or to combine reference teachings. Second, there must be a reasonable expectation of 
success. Finally, the prior art reference (or references when combined) must teach or 
suggest all the claim limitations. The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found in the prior 
art, not in the applicant's disclosure. 1 

Specifically, the Office Action contends that the elements of the presently claimed 
invention are disclosed in Fehan except that Fehan does not teach an outer strap for restraining 
the club heads within the bag. 2 The Office Action further contends that Nisbet teaches a golf bag 
cover with an outer strap located above the bag, Wvmore et al. teaches a nylon bag with a foam 
lining which has external straps at the upper end to compress the bag and foam against the 
contents of the bag to prevent movement, and that it would be obvious to one having ordinary 



1 M.P.E.P§2143. 
2 Office Action^. 
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skill in the art at the time of the invention to incorporate Fehan into Nisbet and Wvmore et al. in 
order to compress the clubs to prevent movement during transportation. The Applicants 
respectfully disagree for the reasons, among others, set forth below. 

Independent Claim 6 provides for: 

a flexible outer shell made of a flexible material and forming a cavity operable for 
accommodating the set of golf clubs in a course bag; 

a cushion lining, said cushion lining being affixed to an interior surface of a 
portion of said flexible outer shell where the club heads and protruding shaft 
portions are located, to form a protective layer around the golf club heads and 
protruding shaft portions; and 

a strap, said strap forming a looping configuration about said flexible outer shell 
whereby fastening said strap causes compression of said cushion lining onto the 
golf club heads and protruding shaft portions. 

Independent Claim 12 provides for similar limitations. 

A. There is no suggestion or motivation to combine reference teachings 
As stated in the office action, Fehan does not teach an outer strap for restraining the club 
heads within the bag. In fact, Fehan teaches away from the use of an outer strap. Fehan states 
that many "travel covers for golf clubs have straps or handles on the exterior of the travel cover 
which allow the golf bag inside of the cover to shift and move around continuously. ... It is 
desirable for a golf bag travel cover to only require an extended shoulder strap." (Col. 2, lines 
12-14 and 40-41). Thus, Fehan teaches away from the use of an exterior strap. 

Nisbet teaches a bag for golf clubs having "a hood sleeving the open end of the bag and 

telescopically movable thereon into and out of covering relationship with the club heads." (Page 

1, lines 3-5). The Examiner states that "Nisbet teaches a golf bag cover with an outer strap 

located above the top of the bag" and assumes that the strap is to provide a compression which 
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could operate on some padding of Fehan. However, the strap is not mentioned in the text of the 
reference nor is there a reference numeral associated with the strap. The strap may be used as 
part of the carrying strap structure, to fasten objects to the bag, or for decorative purposes only. 
Furthermore, Nisbet's primary function is associated with a telescoping hood onto which the 
strap is associated. If the bag were operable as a telescoping bag, then the strap would not 
operate to compress the hood which is circular in cross section and necessarily rigid. 
Compression of the hood would necessarily render the telescoping feature defective. 
Additionally, Fig. 1 illustrates the strap engaged and the hood is clearly not compressed, but is 
rather rigid and maintains a circular cross section. 

Wymore teaches a snow ski container having a pliable inner and outer wall with "a 
cushioning member which is positioned between the inner and outer walls" (Col. 3, lines 51-53 
and Col. 5, line 6). As illustrated in the Fig. 2, the cushioning member completely surrounds the 
inner wall. (Col. 3, line 51). 

There is no suggestion or motivation to combine Fehan with Nisbet and Wymore. Fehan 
teaches away from the use of an exterior strap, Nisbet teaches a golf club bag having a rigid top 
cover, and Wymore teaches a ski container having a cushioning member positioned throughout 
the inner wall of the container. Accordingly, there is no suggestion or motivation in the prior art 
references to combine a golf bag having a rigid top with a ski container having a pliable inner 
and out wall with a cushioning member throughout the bag. 
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B. There is no reasonable expectation of success 

The alleged combination of the prior art references would not result in the claimed 
invention. In fact, the alleged combination of prior art references would not be possible since 
Fehan specifically teaches away from the use of an exterior strap. Moreover, the alleged 
combination would result in Fehan' s golf bag having a telecoping rigid top with Nisbet's outer 
strap located above the top of the bag and Wymore's cushioning member throughout the bag. 
Since the golf bag would have a rigid top, the outer strap would not be able to compress the 
cushioning member to compress the club heads and protruding shaft portions as claimed in 
Claims 6 and 12. Furthermore, the bag would have cushioning members throughout the entire 
bag rather than the "interior surface of a portion of said flexible outer shell where the club heads 
and protruding shaft portions are located" and claimed in Claim 6. 

As such, there is no reasonable expectation of success that the alleged combination of 
Fehan with Nisbet and Wymore would result in the claimed invention. 

C. The prior art references do not teach or suggest all the claim limitations 

The combination of the prior art references do not teach or suggest all the claim 

limitations. Claim 6 requires: 

a cushion lining, said cushion lining being affixed to an interior surface of a 
portion of said flexible outer shell where the club heads and protruding shaft 
portions are located, to form a protective layer around the golf club heads and 
protruding shaft portions; and, 

a strap, said strap forming a looping configuration about said flexible outer shell 
whereby fastening said strap causes compression of said cushion lining onto the 
golf club heads and protruding shaft portions. 
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Claim 12 provides for similar limitations. The cushion lining is affixed to an interior surface 
where the club heads and protruding shaft portions are located and not throughout the interior 
surface of the bag. Furthermore, the strap forms a looping configuration around the flexible 
outer shell such that fastening the strap causes compression of the cushion lining onto the golf 
club heads and protruding shaft portions. 

As stated above, the alleged combination of prior art references would not be possible, or 
in the alternative would result in Fehan's golf bag having a telescoping rigid top with Nisbet's 
outer strap located above the top of the bag and Wymore's cushioning member throughout the 
bag. Since the golf bag would have a telescoping rigid top, the outer strap would not be able to 
"cause compression of said cushion lining onto the golf club heads and protruding shaft portion" 
as claimed in Claims 6 and 12. Furthermore, the alleged bag would result in a cushioning 
member through the inner lining of the bag and not just the "interior surface of a portion of said 
flexible outer shell where the club heads and protruding shaft portions are located" as claimed in 
Claim 6. 

As such, there is no suggestion or motivation to combine reference teachings, no 
reasonable expectation of success that the alleged combination of references would result in the 
claimed invention, and the prior art references do not teach or suggest all the claim limitations. 
Accordingly, for the reasons above, among other, it can not be said that the claimed invention is 
unpatentable over Fehan in view of Nisbet and Wymore. It is respectfully requested that this 
rejection be withdrawn. 

Dependent Claims 
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As to dependent claims 7-1 1 and 13-16, the argument set forth above is equally 
applicable here. The base claims being allowable, the dependent claims must also be allowable. 

In view of the foregoing, it is respectfully asserted that the claims are now in condition 
for allowance. 



It is believed that this Amendment places the above-identified patent application into 
condition for allowance. Early favorable consideration of this Amendment is earnestly solicited. 

If, in the opinion of the Examiner, an interview would expedite the prosecution of this 
application, the Examiner is invited to call the undersigned attorney at the number indicated 
below. 

Applicant respectfully requests that a timely Notice of Allowance be issued in this case. 
Please charge any additional required fee or credit any overpayment not otherwise paid or 
credited to our deposit account No. 50-1698. 



Thelen Reid & Priest LLP 
P.O. Box 640640 
San Jose, CA 95164-0640 
Tel. (408) 292-5800 
Fax. (408) 287-8040 



Conclusion 



Respectfully submitted, 



THELEN REID & PRIEST, LLP 
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Amendments to the Drawings; 



The attached replacement and annotated sheet(s) of drawings includes changes to FIG. 3 
as follows. 

FIG. 3 has been amended to clearly reflect the course bag as required by the Examiner. 



Attachment: Replacement Sheet 

Annotated Sheet Showing Changes 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



APPLICANT: 
SERIAL NO.: 
FILING DATE: 
TITLE: 

EXAMINER: 
ART UNIT: 



Jeffrey C. Herold 
Unassigned 
October 2, 2003 

TRAVEL BAG HAVING RESTRAINT DEVICE FOR GOLF 

CLUB SETS 

Unassigned 

Unassigned 



CERTIFICATE OF EXPRESS MAILING 

I hereby certify that this paper is being deposited with die United States Postal Service as Express Mail EV 31 0 85 1 638 US 
Mailed October 2, 2003 in an envelope addressed to: Box New Patent Application, Commissioner for Patents, P.O. Box 
1450 Alexandria, VA 22313-1450, on the date printed below: 



Date: October 2. 2003 



Name: 



Sharon E. Byam 



BOX NEW PATENT APPLICATION 
COMMISSIONER FOR PATENTS 
P.O. Box 1450 Alexandria, VA 22313-1450 



PRELIMINARY AMENDMENT 



Please amend the above-identified application as follows. 



Amendments to the Specification begin on page 2 of this paper. 
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Amendment to the Specification 

On page 1, after the title "TRAVEL BAG HAVING RESTRAINT DEVICE FOR GOLF 
CLUB SETS" please insert the following: 

CROSS-REFERENCE TO RELATED APPLICATION 

This application is a continuation and claims priority based on parent application serial 

no. 08/734,253, entitled "Travel Bag Having Restraint Device For Golf Club Sets" by Jeffrey C. 

Herold, filed on October 21, 1996. 
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Preliminary Amendment dated October 2, 2003 



REMARKS 

Amendments have been made to the specification to provide for cross-reference to related 
applications. Thus, no new matter has been added. It is submitted that the proposed amendment 
to the specification does not constitute new matter or are such to require reexamination. 

In view of the foregoing, consideration and an early allowance of this application are 
earnestly solicited. 

Respectfully submitted, 
Thelen Reid & Priest LLP 



Dated: October 2, 2003 



Thelen Reid & Priest LLP 
P.O. Box 640640 
San Jose, CA 95164-0640 
Phone: (408) 292-5800 
Fax: (408) 287-8040 




Adnemie^reung 
Reg. No. 44,000 
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ROBERT E. KREBS 
THELEN REID & PRIEST LLP > 
APPLICATION NO.: 10/678,984 > 
TRP DOCKET NO.: 033905-000026 



ANNOTATED 




Figure 3 



